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. ! ; — TJte MAILING DATE of this communication appears on the cover )slwet with the correspondence address - 

Period tor Rfeply ; j :| ;j || . j ; ; j . ! j. ; , . ^ . . , 

ASHORTErijE^iSTAtdl jORYlRdRlOD FOR IRE PLY IS SET TO EXPIRE 3 IvlONTH(S) OR THIRTY (30) DAYSf 
i ; ; V^WHI^HEV^ FROM THE; MAILING DATE OF THIS COMMUNICATION. ii 

'j * pxtftri'siqris'bf tirnelmayi ^available under jrje pirovlfeions 6f 37[ CFljt 1 .1 36(a). In no event, however, may a reply be timely filed ;' .' 

! ' -after "§tx <6) ^MOfilTH jftj^m [the imajling d0|df thl$'^'munic^6nj j n 

' ; f\i jf NO pej^;f6^r^pry:is;8pecified!aD^ tte maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
" '«'••!;- fiSilurerto ' r^piy Iwithjn tri&fsfet oh dxtended p&hod forreply will t by statute, cause the application to become ABANDONED (35 U.S.C. § 133). [■ ;i 

'I.'!; : - Ahy reply recdi^d; by thelOffic^ later than.three months after the mailing date of this communication, even if timely filed, may reduce any 
I ' ■ j ' earned patent'ferrrj adjustment See 37 CFR 1.704(b). , 

Status j ■ [\ : ■ f : ■ • ' [ 

1)13 Responsive to:ebn1munidati6h(s) filed onj 20 April 2004 . ,".'") 
2a)£3, This action is 1 FInIaIl. ! ; 2b)[§| This action is non-final. 

3pO ! Since "tjjiis application is in Condition for allowance except for formal matters, prosecution as to the merits is 
; j.; 1 clqs^djiihjg^ with -the practice ijndfer Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. I 



Disposition of Claims ! 

'\ |. ; Claim(s) t-39 rs/ajre pending in the application. 

f ' 4a) Of thQ above daimfe), ; ; . , is/are withdrawn from consideration. 

0)Q. Claimfcj li^lstere all ^wed.: ■ ' ■ \ l ! : * : 
! * p)M Claim(s) 1-39 is/ate rejected. .}•'[' ['."' 
; 7)D : iCjaim(ig) LJk;; is/are obj^bteb to: [ i 1 . i 
; ' . 8)Qi cia(m(i) LL 



afe subject: to restriction and/or election requirement. 



Application Papers -j, \ \ . 

i 9)S'The specification is objec^eld to by the Examiner. . 

10)^ The drawing(s) : filed on 20 Mdri/ 2004 'is/afe: a)^ accepted or b)\3 objected to by the Examiner. 
■ ^ ; ; Applicant may npt request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
• |'j ! ; R^placerpent|drWing sheet(^) including jthe correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
• ; ; 1 1 jD : The path- & d^ejarjation is objected toi by! th^ Examiner. Note the attached Office Action or form PTO-1 52; j , . ■ 

Prlpriti^nder ^5 §!l19 

= :, -i = : '■ * , •:. : !-' i . : ■!•..;.., i ■ 

^□"Acknowledgment js made pf a claim for fbreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
! ^ a)D All ,;b)Gi Sdme f c)D|Nprieof: • ; i ■ ! | : ' 'I: 

' , 1 □ Certified copies of the priority documents have been received. ; : 

20 Ceirtified| copies of the pridrity documents have been received in Application No. . 

. 3.lj Cqjpiejs of the certified copies of the priority documents have been received in this National Stage; : 
t . m 1 ;^pp|icattbnifriom theilnternational iBu^eau (PCT Rule 17.2(a)). j; 
•t iSee the attachied djetailed Qfifice a'ction for a list of the certified copies not received. 
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2) □ Notice of praftspfersop^ Patent Drawing Review (PtO-948)j 

3) 13 Infqrmatibh bkbljDSure ^tat^rnentfs) (PTO/SB/08) j 
1 'j j-'P^jjer : No^)/Ma'ii: Date| 2004/04/20 . : > 
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6. ' Claim'1 1 is a means-plus-function claim. As dictated by the specification, the 



iriverjtidn|caiii;be!embod;ied in software alone fl| 54), which fails to establish a statutory 



icajegoryl of invention. Correction is required. 



7; | Glaims :1 2|-!l 6 are! rejected for similar reasons as stated above. 



> . M 

• J I 



* j&H I (p|aim i|7 recites a media transition engine comprising a media detector, a 
presence, detector, and a media integrator, which are all merely software programs, 
which provides thfc engine as 1 software, per se, and, as such, fails to establish a 
1 sjtatutpijyjicate^priy of invention. Correction is required. 



. !.r!i 



: i : i 



9. 1 Claims ;18j-27, and 35-37 are .rejected for similar reasons as stated above. 



10. 



1. j I \ Claim Rejections - 35 USC § 102 

The following is ^quotation qf the appropriate paragraphs of 35 U.S.C. 102 that 



form the |l9asis|fpr the rejectipns under this section made in this Office action: 



i ■ 



A>:pereqhjshalj be entitled to: a paterit urjiless - 



! 



, j :": : j (b) the indention was patented or described in a printed publication in this or a foreign country or in public 
| use or on salte in this cduntry.'more than one year prior to the date of application for patent in the United 

■j.; • '[ States.'."' ' ; ' ; , j 



£:1„;2, 6-8, flOi 17-19, 24,] 25, 27, 28, 31, 32, and 35 are rejected under 35 
!as being Anticipated byjogle et al. (USPN 6,430,604) (hereinafter Ogle). 



■I . 



M Ll' ! Ml!. ! 
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DETAILED ACTION 



jl. V .j •■Cij9jm^ii-39 are presented for Examination; claims 1, 11, 17, 28, 36, and 38 



independent. 



;2; 



! i 



i 

1 1 

i:H;: i 



[M P' !;!: 



I • ;[;..,,., ■ . i 

i Information Disclosure Statement 

dated April 20, 2004 has been considered. See enclosed PTO-1449. 



;ni ! i 



Specification 



H' , !■ $aims 28-34 are; 



:1 ! 



j ! I 

; ■ i 



4;. ; | The spepification 



objected to bpcause of the following informalities: 



js objected tosas failing to provide proper antecedent basis for 

:■ ' • ' i.l- 1 , ' ■ , 

the claimed subject matter: See:37CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 

v" | ill : ! ; ' [| ,.J . ; ; 

of th© follpwihg is 'required: the Specification does not provide proper support for the 

, !" ' |" :NH ■• j : 'i:: '■!':: ; j 
iteri^ f'cpi^pudr readable medium", j 



.1 i : 



l;ri ! i 



■S!«;i I i : •! 

I '; " 

' ■■■ 

■I II ■■■ 



,;; Claim Rejections - 35 USC § 101 

! i'-' i I : I. ! ■ I 

U.S.C. 101 reads as follows;: 



ijvTioeverihvents or discovers anynewjand useful process, machine, manufacture, or composition of 
matter,; or ariynew a|nd useful imprdyement thereof, may obtain a patent therefor, subject to the 
conditions and requirement^ of this tide. 

Claims :1 1 r 27, and 35-37 are rejected under 35 U.S.C. 101 because they fail to 

I'll ::^ ! "I ; l \ l ■ : ' | 

[establish a statutory category of invention. 



Ml 



' : :.r 
' : i; 



i : 
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-«;. 11. '; Referin'r|ig ltd clairri;1, Ogle; discloses a method comprising: 
, : j d&tectifjg from within a, computing environment for sending a message via a first 
i : H&ovti rlunicatiph rhedium', a presence (i.e. entries in the registry) of a potential message 
" : recipient! wjipc'anjbe reached via a! second communication medium (i.e. if entries are 

iv found corresponding to the available communications medium) (Figure 5A, refs. 515, 

; { •}!;;;! !: |i 

ijana' !".!' ! ■ 



■I < ■ 



automatically invoking'the secdnd communications medium in response to the 

i j ):[■ ■ ■'[,■ i . . ',; , . ; ;: J 

j; detecting :(i.e. dejlii/er tlie message dsi'ng the available medium) (Figure 5A, ref. 545). 



!' ?• \' ' 



■12.V j Referring jtd claim 2, Ogle discloses contemporaneously running multiple 
cpmmuhicatiphsiprograms for instantly sending the message via one of the 

• ]'•' •: I • ! ! !.| : ■ , ' ■ ' , 

cpmmuhicati6hs|programs (i.e. invoke appropriate transformation engine to transform 



the 



!(F|gure 5A, ref! 540; col. 11, lines 35-40). 



:m I i 



,13. i Referring to claim 6, Ogle': discloses offering a choice of sending the message to 

'. , : :'. j J: : li |i m i ! ' : 

I' the potential recipient via theisecond communication mechanism (i.e. a list of available 

■ : ii, .' 1, 1 v-i j ! ' •• • '■■ 1 

' I;' c^oices|||tti);sind the message to the user) (Figure 5C, ref. 585). 



r; if;,: : 

i . !■;*. 1 ; - : 



1i4. i Referring Jo claimJ, Ogle discloses displaying a menu (i.e. list) of message 



: i 



transfer options including an option to send the message via the second medium 



f 't'l 'I! 



i i 
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15. 



hi! 



1 . 'i 



Referring ito clairrji;8, Ogle 1 discloses the number of message transfer options on 



Ail 



i '! 



the ;dynairjiic;;rrter^u depends on thejnujmber of communications media to which a 
. I _ ippter|tiali recipient, is present (i.e. if a liser is available to receive a message via the 
• mediu m j it is 'added to the list, and thein the list is sent to the user to choose which 



',< i : 



!■ (K\ 

!' : .! I 
I" 



II,! 

<i6 



'I ; l 



Referring ito claim 10, Ogle discloses sensing presence of multiple potential 

i!;'. r ;, ' ' ! ; i 

recipients, •isacjh ■ present jh ! or)e -or iriijofe 'communication media (Figure 3); invoking 

'■• . ' ' A - ' i : ; \', : , : i '•' ! • 

..■r : -I!: - - 1 •• ! "I' i ' • ! 

:nwltipl^ i |SG!m i it|(ini^ation| media in response to the detecting (i.e. the transformation 

' 'i Kj'i " ''ili.ii !•• •'!! • !■ : i ' j 
f etagir|e fcprres^onding to the particularj media is invoked) (col. 11, lines 35-40); and 

'sending a message to each of the multiple potential recipients via a communication 

• • :[ :;!. : -; / ! : ,;; ; 

medium; tb wjiicf) the potential re'cipierjit is present (Figure 4, ref. 406). 



I r' 



(bl^iHis |i7-t18 are! rejected for similar reasons as stated above. 



yy 1 



,18. i Referring to 



19, Ogle discloses the media detector uses one or more 



add resi: book jdatabases! (Figure 3). 

" J' -IV i! 1 L h • i ; i 



i ■! 



1 ' 



; \ 



;i!9. : , (p|aims 24i and 25 are rejected for similar reasons as stated above. 
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Referring to claim 27, Ogle discloses displaying a single user control button for 



I. : 



initiating imes'sagjirjig via pne of the mediums which the recipient is present, and 
M ■ removing !the button whe!n the user; is hot present on the medium (i.e. displaying a list to 
!'| I ; itihe; recipient indicating the available communication medium) (Figure 5C, ref. 585). 



i». it-..., 

': ..if .' ■ i ■■ •!' 



: i 



;2i . | Claims 28, |31 , 32 j and 35) are rejected for similar reasons as stated above. 



•Mi > •! • 

f! ■>. ! 



!| .ii;'h 



• ; i Claim Rejections - 35 USC § 103 

!; j ! i! ! ■ ; • ; : 
•2'2: ! Tfte following is a quotation bf 35 U.S.C. 103(a) which forms the basis for all 

hi;' •• j .)!■;: :;:;•!: j in i ; ; ; ■■ ■■ « 

obviqushess rejectionsii^ef forth in this Office action: 

; p,\ -j:;! ■, ji ! :- ; : : • i 
(p| A patent may notbe obtained though the invention is not identically disclosed or described as set 
fpijtkin isectipn 102 dfi thfe title, if the differences between the subject matter sought to be patented and 
thepripr'grt are such that the subject matter as a whole would have been obvious at the time the 
invention |was .made to a person having; ordinary skill in the art to which said subject matter pertains. 
Patentability; shall ndtbe negatived by the manner in which the invention was made. 

I Claims 3-5j 9, 11p16, 20-23 J 26, 29, 30, 33, 34, and 36-39 are rejected under 35 



j| U;S.G. ii;03<a) iasl being unpatentable Over Ogle in view of Day et al. (US 2005/0027839) 

j;,.;':|(hjeiri 



li! :. 



^herejiha^r Day) 



23. \\ Referring to claiitf'3, Ogle discloses the invention substantively as disclosed in 



f ; : claim 1, Ogle discloses sending a listiof available communications medium available to 
j- r : ,t^e potential recipient (Figure 5C). Ogle does not explicitly disclose transitioning to a 
; \ user' interface of ;the second communications medium. In analogous art, Day discloses 



■i ; i" 



anotherirties^ageitransmission system which transitions the user from an instant 

* . .! .]'.*•'••' : • !. I • ; 

I ' hhessag^ia^ to an email :applijcation in response to a particular condition (H 45). 



•I, [ •!... 

• ',- ir . 

, L ji'.- 



1 !• 



li ! 



Best Available Copy 

i. ' . ; : i '. > i • 1 . . 



Application/Control NurViber: flO/$28,4Q1 Page 7. " 

Art uhif 2i4bj [' J; !';•!.' ' j' j 
i! v 'j i ■'•:<'■ 1 1 • : ■ I 

. iltjwoyld'have bebn obvious to one of Ordinary skill in the art to combine the teaching of 
Ogle |wi|th:payiin| order it^ combine the well known user interface transition system of 
Efey with! 1he ; h^e^sage sender 'of; Ogle* thereby achieving predictable results of improved; 



i! 

•rriessjaginlg s&ssion communication: asj supported by Day fl| 7). 



1 1 nhH'h 

' n: . i 



• 24. • ! (bi^im^ iis liejectieid: forisimilarl reasons as stated above; Furthemore Day 

•;: : . ! '!'■!•' I ! !;|, ! i : ; '■>' :. 

discloseSitransitibhing toj a message composition environment associated with the 

: >"f fp •'■! '\\ '.!' ' ! ; 1 

jsecondjicommunjcations 'medium (he. jan email application) (j| 45). 

■ I' : - : 'M 1 -i i . i ; ; 

•' ■>'■ . ■.••!, ! ^ i • . : • | 

, •!';•. ' :j '!.• j _ ■ , ;; i 

25. I Referring jto claifel5; Ogle-Day disclsoes transferring at least part of the unsent 

*!V j .!.:;:.::;' N \\\ '"-']■ 1 i 

, messjaqe ;f prin aimessage composition environment associated with the first 
?coiTir|i unjicat^o i med i um to a hiessagje composition environment associated with the 

"I t -< ! i: j - 1 i i i : I ; 

' sedond|commumcatiort$ medium (Le. iimport the currently typed text from the instant 
.message to the email window) (Dayf H 45). 

:2^:; ;| R^ferri;rtig jto claim 9, Ogle discloses the invention as described above. Ogle 

.'!: ■ **: ; i • i : , ! j ' j 

;<toes|nbt| disclose the control option iS; used to transfer message composition to the 
second 1 cbmmunicatiori j^edium.; (nianalogous art Day discloses another message 

* titansfTiijg^ which trjansHionsi the user from an instant message application to 
j^n erhai'il i^pplibatipn in response to a Selection by a user (U 45). It would have been 



idjlbvidus to one of brdinary skiil in the ^rt to combine the teaching of Ogle with Day in 

' '!'" -j j:-'! 'i ' -i: I ! |il:!s 1 i 1 ; l [ ' > \ 

order tolcombine the well known: us^ir interface transition system of Day with the 



| !': • | ' 



j h ! 7; 

i^? ! : ;N.' 
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j ?m^S d 9^:Sisniije^ 6f Ogle, thereby achieving predictable results of improved messaging 



; isessibri communication las supported by Day fl| 7). 



; •' 27: j (|lahtiis -1 1j-16, and 20-23 are rejected for similar reasons as stated above. 



h ;l 



i i 



! 28. ! j Referring jto claim26, Ogle-Day disclose the invention substantively as described 



« , 'in the cfaimsjabdye. Ogle-Day do: not explicitly disclose the dynamic menu includes an 



' • : " k 



if instant j^jjlylipption for multiple potential recipients, wherein users which are available 
t> : .rtb^nWw messaging arje initiated ihtcf a chatroom, sending the users unavailable to 
ihstaht message by thejr communications medium they are present, and sending email 



ji" skill in t|P art sine one of ordinary skil 



'. by default, however these particular; features are well within the skills of one of ordinary 



' I.. 



^ in the art knows that a recipient has the ability to 
:jijespi3n& jtp ! ai message in the same medium in which it was received (i.e. replying to an 
I femaij, cal)ing;!bacl)C a u^er who left ajvbicemail, etc.). By this rationale, one of ordinary 
«; .s^ill ip the art wquld fincl! replying! to the message well within the abilities of one of 



i 



i 29. j Claims 29, ;30, 3j3; 34, janql 36r39 ; are rejected for similar reasons as stated 



;/; abovfe 



i. j i 

i : 

SI: 



ij i. 



■ ! .r i | • 
1 '! . i i 



!!■!•; i 



:!:<!,! „ 



: 



I 



-:!• i: 

! I ■ 

i * 



i ' ■ ! 



»• .:< t, • j r. 
¥> ir i . 



,'il ' ■ ! i ! 



r ' ' ' : ! 

Best Available Copjy 
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{Conclusion 



• ,•■}:: , S30. ; j Thfe prior art made of record and not relied upon is considered pertinent to 

' ; . •!■■■■. 1 li *! ' ■ : ,V i • ; ■ ■ : ! i 

i.-p:: gpplicaht'js idfeblosiure. iji:,: : j : > ; ! j. ■ « j 

•}«:-';!.•• , V* i !;•" • :" s Ml 1 : ■ ; ' . i 

: ; : , 5 i Any iinqiuiiiy' concerning this communication or earlier communications from the 

^■.fiikl .'iJ:!ll- ,J[ 



! ' 

J;',,: ": :^aiTiin|!r!sH ! ^ijiidrij>e direlcted to Josfeph E. Avellino whose telephone number is (571) 



i ;• )•< w2-$90$. Thb Examiner can normally be reached on Monday-Friday 7:00-4:00. 



P; I If attempts to re&ch ! the examiner by telephone are unsuccessful, the examiner's 
j| . 'sppeivispTi E>avid A. Wifeyscan bp reached on (571 ) 272-3923. The fax phone number r 



I 



■ Is ! 



t'K :;for the iblganiijatio'n where this application or proceeding is assigned is 571-273-8300: 

■l I! :s n !..;■ m ;:[;!.: ; ..n ; ; | ■ ;, . ; j 

Information regarding the status of an application may be obtained from the 

! i i .:. , , • • • ! 

•;■ ' .Patent Application Information Retrieval (PAIR) system. Status information for 

:.',:;;V .' . i •!•;>: : : S I ! H; ! :; • ; •' ; 

, ' ■]!; published applications may b;e obtained from either Private PAIR or Public PAIR, 
jj |, ; ! j^tatijjs ii|n!fp;rm^ticjn for unpublished applications is available through Private PAIR only. 
If'i'- For njiore information about the PAIR system, see http://pair-direct.uspto.gov. Should 

. ; - -! h ■' •: • I : i'fi; 1 i i = :i: • i ^ : • i 

• j, you Have questions on "access to the Private PAIR system, contact the Electronic 

• ::. fj 1 Busir|e|^|eelter!(EBC) at 866-2 17 r 91j97 (toll-free). If you would like assistance from a i 

5j fj ij lUSPTQi <3ust<bimer Service Representative or access to the automated information 



system ; ball 800j786-9/99 (IN USA OR CANADA) or 571-272-1000. 




1 ' 



^ ; ({ ; ; i ^UbsephjEL Ayellirpo, Exahhiner ! 
l \ i\ \t .iN{^dmbfer!9:|i u """ 



i. ■ * 

• l 

• i 



:>!■ I i 
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